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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
* WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claims 1-10, 13 and 14 are currently pending in the instant application. 
Applicants have cancelled claims 1 1 and 12 in an amendment filed on July 19, 2007. 

I. Priority 

The instant application is a 371 of PCT/EP04/51259, filed on June 28, 2004 and 
claims benefit of Foreign Application EPO 03405507.9, filed on July 7, 2003. 

II. Information Disclosure Statement 

The information disclosure statement (IDS) submitted on February 13, 2006 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement has been considered by the examiner. 

III. Restriction/Election 

A. Election: Applicant's Response 

Applicants 1 election with traverse of the proposed Group, claims 1-10, 13 
and 14 (in-part), drawn to a process of preparing a compound of formula (I) wherein A 1 
and A 2 are each a carbocyclic aryl group and A 3 is as defined in claim 1 excluding 
heteroaryl in the reply filed on July 19, 2007 is acknowledged. The traversal is on the 
ground(s) that: (1) the contribution to the art is a novel process whereby the conversion 
of compound II to compound I is enabled by the use of microwave radiation upon 
cancellation of the product claims and (2) the reference cited, US 5,808,094 is not 
relevant to the instant invention. 

All of the Applicants 1 arguments have been considered but have not been found 
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persuasive. It is pointed out that the restriction requirement is made under 35 U.S.C. 
121 . 35 U.S.C. 121 gives the Commissioner (Director) the authority to restrict 
applications to several claimed inventions when those inventions are found to be 
independent and distinct. The Examiner has indicated that more than one independent 
and distinct invention is claimed in this application and has restricted the claimed 
subject matter accordingly. 

Applicants argue that the contribution to the art is a novel process whereby the 
conversion of compound II to compound I is enabled by the use of microwave radiation. 
However, the Examiner wants to point out that the special technical feature of the 
instant claims relates to the common link of all of the claims, which is a compound of the 
formula I and not the process. The special technical feature is the formula I without the 
variables since the variables can change and does not remain constant. As mentioned 
in the previous Office action, the special technical feature does not define a contribution 
over the art and therefore Lack of Unity is present and the restriction is proper. Thus 
the reference used by the Examiner was relevant for the purpose of showing Applicants 
that their special technical feature does not provide a contribution over the prior art. The 
reference is not being used in an art rejection so it does not have to teach the limitations 
of Applicants' instant invention. 

The Restriction Requirement detailed the reasons for restriction between the 
groups. Different search considerations are involved (i.e., class/subclass searches, 
databases searches, etc.) for each of the groups listed. The inventions are classified 
into various subclasses of classes 514, 544, 546 and 548. However, each Class 514, 
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544, 546 and 548 encompasses numerous patents and published applications. For 
instance, Class 514 contained 165,171 patents and published applications. Therefore it 
would constitute a burden on the Examiner and the Patent Office's resources to 
examine the instant application in its entirety. 

Subject matter not encompassed by the proposed Group, claims 1-10, 13 and 14 
(in-part), drawn to a process of preparing a compound of formula (I) wherein A 1 and A 2 
are each a carbocyclic aryl group and A 3 is as defined in claim 1 excluding heteroaryl 
are withdrawn from further consideration pursuant to 37 CFR 1.142 (b), as being drawn 
to nonelected inventions. 



IV. Rejections 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
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37 CFR "3.73(b). 

Claims 1-7, 13 and 14 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 and 3 of copending US 
application 10/485,840. This is a provisional obviousness-type double patenting 
rejection because the conflicting claims have not in fact been patented. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because: 

Applicants' elected subject matter in claim 1 is a process for the preparation of 




furopyrroles of the general formula I , wherein A 1 and A 2 are each 

a carbocyclic aryl group and A 3 is as defined in claim 1 excluding heteroaryl comprising 




A 2 

(a) heating a compound of the formula II under microwave 

irradiation optionally in the presence of an inert solvent, wherein A 1 and A 2 are each a 
carbocyclic aryl group and A 3 is as defined in claim 1 excluding heteroaryl; R is as 
defined in claim 1 . Claim 2 of the instant application claims the process of claim 1 , 
comprising in addition reacting a compound of formula I with a primary amine of the 



Application/Control Number: 10/561 ; 393 
Art Unit: 1626 



Page 6 



formula A 4 -NH 2 (IV), wherein a DPP of formula 



is obtained, 



wherein A 4 is as defined in claim 2 excluding heteroaryl. Claim 3 of the instant 
application claims the process according to claim 1, wherein the compound of the 



H-N 



formula I, is obtained by reacting a compound of the formula la 

with a compound of the formula (V) A 3 -X, wherein X is a leaving group. 




Determining the Scope and Content of the Copending Application 

Claim 1 of the copending application claims a process for the preparation 



A— N 



N— A 



compound of the formula (I) ^ A comprising the steps of: reacting a 



H-N O 



compound of the formula (IV) 



with a compound of A 3 -X(V), 
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wherein A 1 and A 2 are Cms alkyl, Cms alkenyl, C 2 -18 alkynyl, C 5 -8 cycloalkyl, C 5 -s 
cycloalkenyl, aryl or heteroaryl; A 3 is as defined in claim 1 ; where X is a leaving group to 




give a compound of the formula (II) and reacting the compound of 

formula II with a primary amine of the formula A 4 -NH 2 (III). Claim 3 of the copending 
application claims the process of claim 1 , wherein the compound of the formula (IV) is 



obtained by heating a compound of the formula (VI) 




solvent. 



Ascertaining the Differences Between the Instant Application and the 

Copending Application 

The process claimed in the instant application heats a compound of formula 



A 1 



A— N 



k/ c ° !R 
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. The process claimed in the copending application obtain a 



compound of the formula 



a! 



A— N j O 
O A 



by heating a compound of formula 




Finding 



Facie Obviousness 



As mentioned above, the only difference between the instant claims and 
the claims of 10/485, 840 is that the process of preparing furopyrroles of formula 



A— N N-A 



is obtained by heating compounds of formula (II) in the instant 



application and formula (VI) in the copending application in an inert solvent. The 
heating is done by microwave irradiation in the instant application whereas the 
copending application uses heating without specifying the type of heating. Thus, 
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heating by microwave irradiation is considered a species which is encompassed by the 
genus of heating. Therefore, one of ordinary skill in the art would have been motivated 
to prepare furopyrroles by utilizing heating by microwave irradiation at the time of filing 
this application and expect this method to be advantageous and more efficient. 
Claiming a known process with a slight change in heating mechanism is obvious absent 
a showing of unexpected results and/or properties. As a result, the claims are rejected 
under obviousness-type double patenting. 



35 USC § 103 - OBVIOUSNESS REJECTION 

The following is a quotation of 35 U.S.C. § 103(a) that forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Graham v. John Deere Co. set forth the factual inquiries necessary to determine 
obviousness under 35 U.S.C. §103(a). See Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966). Specifically, the analysis must employ the following factual inquiries: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-10, 13 and 14 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Morton, et a/. (WO 03/022848). Applicants 7 elected subject matter in 
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claim 1 is a process for the preparation of furopyrroles of the general formula I 




, wherein A 1 and A 2 are each a carbocyclic aryl group and A 3 is as 

* 

defined in claim 1 excluding heteroaryl comprising (a) heating a compound of the 



C0 2 R 




formula II under microwave irradiation optionally in the presence 

of an inert solvent, wherein A 1 and A 2 are each a carbocyclic aryl group and A 3 is as 
defined in claim 1 excluding heteroaryl; R is as defined in claim 1. Claim 2 of the instant 
application claims the process of claim 1, comprising in addition reacting a compound of 
formula I with a primary amine of the formula A 4 -NH 2 (IV), wherein a DPP of formula 




N-A 



0 A ' is obtained, wherein A< is as denned in claim 2 excluding 



heteroaryl. Claim 3 of the instant application claims the process according to claim 1, 
wherein the compound of the formula I, is obtained by reacting a compound of the 
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H- 



formula la 




with a compound of the formula (V) A 3 -X, wherein X is a 



leaving group. 



The Scope and Content of the Prior Art (MPEP §2141.01) 

Morton, et al. teaches a process for the preparation of a compound of the formula 



A— N. N-A 



O A 

(I) comprising reacting a compound of the formula (II) 



A 3 - 



v 



A 2 



with a primary amine of the formula A 4 -NH 2 (III), wherein A 1 and 



A 2 are Cms alkyl, C 2 -18 alkenyl, C 2 -18 alkynyl, C 5 . 8 cycloalkyl, C 5 - 8 cycloalkenyl, aryl or 
heteroaryl; A 3 is as defined in the disclosure. The reference further teaches the starting 
compound of the formula II is obtained by reacting a compound of the formula (IV) 



* % 
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A! 



H-N O 
O A 2 

with a compound of the formula (V) A -X, wherein X is a leaving 
group. The reference also teaches that the compound of the formula (IV) is obtained by 



heating a compound of the formula (VI) 




in an inert solvent. 



The Difference Between the Prior Art and the Claims (MPEP §2141.02) 

The difference between the prior art of Morton, et a/, and the instant invention is 
that the applicants are claiming a process for preparing furopyrroles that comprises 



heating a compound of formula 



C0 2 R 



A— N 




under microwave irradiation to 



obtain a compound of the formula 




. The process claimed in the 
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A 3 -— N 




reference obtains a compound of the formula 



by heating a 



H-N 




compound of formula . 

Prima Facie Obviousness-The Rational and Motivation (MPEP 52142-2413) 

In In re Allen 220 F. 2d 454, 105 U.S.P.Q. 233 (C.C.PA 1955), it was well 
established that merely modifying the process conditions such as temperature and 
concentration is not a patentable modification absent a showing of criticality. As 
mentioned above, the only difference between the instant claims and the reference is 



by heating compounds of formula (II) in the instant application and formula (VI) in the 
Morton, et al. reference in an inert solvent. The heating is done by microwave 
irradiation in the instant application whereas the reference uses heating without 



specifying the type of heating. Thus, heating by microwave irradiation is considered a 



that the process of preparing furopyrroles of formula 




is obtained 
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species which is encompassed by the genus of heating. According to the Richter, et al. 
reference, microwave-enhanced chemistry is a fast, efficient and reproducible sample- 
preparation method. Therefore, one of ordinary skill in the art would have been 
motivated to prepare furopyrroles by utilizing heating by microwave irradiation at the 
time of filing this application and expect this method to be advantageous and more 
efficient. Claiming a known process with a slight change in heating mechanism is 
obvious absent a showing of unexpected results and/or properties. 

V. Objections 

Claim Obiection-Non Elected Subject Matter 
Claims 1-10, 13 and 14 are objected to as containing non-elected subject matter. 
To overcome this objection, Applicant should submit an amendment deleting the non- 
elected subject matter. 

VI. Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Shawquia Young whose telephone number is 571- 
272-9043. The examiner can normally be reached on 6:30 AM-3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph M-Kane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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